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Supreme Court’s Patent Ruling in Bowman
Is ‘Big Win’ for Life Sciences, Attorneys Say

I n a decision that commentators termed a ‘‘big win’’
for the biotechnology industry, the U.S. Supreme
Court May 13 unanimously held that seeds harvested

by a farmer from one crop were ‘‘additional copies’’ of
patented genetically modified seeds and thus were not
subject to the patent exhaustion doctrine (Bowman v.
Monsanto Co., U.S., No. 11-796, 5/13/13).

The decision, affirming a ruling by the U.S. Court of
Appeals for the Federal Circuit, represented a victory
for Monsanto Co., whose patents on Roundup Ready
transgenic seeds have withstood attacks from farmers
for more than a decade.

The farmer plaintiff had argued that Monsanto had
exhausted its patent rights after an authorized sale for
their natural and foreseeable purpose. The life sciences
segment of the biotechnology industry (7 LSLR 134,
2/8/13, 7 LSLR 225, 2/22/13), as well as the U.S. solicitor
general, contended that if the court did not affirm the
Federal Circuit’s decision and found that the patent ex-
haustion doctrine did apply in this case, it would affect
the enforcement of patents for man-made cell lines,
DNA molecules, some nanotechnologies, and other
technologies that involve self-replicating features.

Although the court unanimously affirmed the Federal
Circuit’s ruling, the written opinion by Justice Elena Ka-
gan confined its scope to seeds and to the actions of In-
diana soybean farmer Vernon Hugh Bowman. ‘‘Our
holding today is limited—addressing the situation be-
fore us, rather than every one involving a self-
replicating product,’’ the opinion said.

But attorneys contacted by BNA said they thought the
ruling was a victory for the entire biotechnology indus-
try. Mark P. Walters of Frommer Lawrence & Haug, Se-
attle, who represented Bowman before the Supreme
Court, told BNA in a May 14 email that ‘‘despite at-
tempts to limit the holding, the court has eliminated the
exhaustion doctrine for all inventions where use of the
invention requires replication of subsequent genera-
tions. Big win for biotech—gigantic loss for small farm-
ers and the public in general.’’

Second-Crop Replanting by Bowman. Monsanto li-
censes its technology to seed producers, who in turn
sublicense it to farmers, under the terms of a licensing

contract known as the Monsanto technology agree-
ment. The agreement limits a farmer’s planting of seeds
to a single season, but the Roundup Ready trait is inher-
ited by each successive seed generation. Monsanto
claims that farmers who plant harvested seeds, such as
Bowman in this case, violate the agreement and in-
fringe the patents.

Monsanto has mostly succeeded in court, fending off
challenges by farmers and others related to the terms of
the agreement, patent misuse, antitrust claims such as
tying, and a purported conflict with statutes for plant
variety patentability. Bowman was the first to argue
that the company had exhausted its patent rights after
the initial authorized sale. Under the ‘‘first sale’’ or
‘‘patent exhaustion’’ doctrine, a patent owner’s first un-
restricted sale of a patented product exhausts the own-
er’s control over that item.

Bowman has tangled with Monsanto since 1999.
Monsanto accused Bowman of using Roundup Ready
‘‘commodity seeds’’ against the terms of the technology
agreement. Commodity seeds are sold by grain eleva-
tors, which buy and collect postharvest seeds from
farmers such as Bowman. The technology agreement
authorizes the farmers’ sales to the grain elevators and
authorizes the grain dealers’ resale to farmers, but the
typical use is as feed for animals.

Bowman acknowledged that most farmers use com-
modity seeds that way, but he used those seeds in a
‘‘second-crop’’ planting each year. The soybeans from
that second-crop planting included the patented gene,
and Monsanto sued, alleging patent infringement.

Federal Circuit: ‘Newly Infringing Article.’ The Federal
Circuit affirmed the U.S. District Court for the Southern
District of Indiana’s summary judgment of infringe-
ment, Monsanto Co. v. Bowman, 657 F.3d 1341 (Fed.
Cir. 2011), holding that the result of self-replicating
technology is a ‘‘newly infringing article.’’ Thus, even if
the original seed is subject to patent exhaustion after its
first sale, the crop from replanting the second genera-
tion is not.

The court further rejected Bowman’s argument that
exhaustion applies because each sold seed is a ‘‘sub-
stantial embodiment’’ of later generation seeds, invok-
ing the term used in the Supreme Court’s holding in
Quanta Computer Inc. v. LG Electronics Inc. The court
disagreed with that characterization of the commodity
seeds, since ‘‘nothing in the record indicates that the
‘only reasonable and intended use’ of commodity seeds
is for replanting them to create new seeds.’’
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Bowman sought high court review in September
2012. He stated the question presented as:

Whether the Federal Circuit erred by (1) refusing to find
patent exhaustion in patented seeds even after an autho-
rized sale and by (2) creating an exception to the doctrine
of patent exhaustion for self-replicating technologies?

The Supreme Court invited the government to submit
a brief, and the Office of the U.S. Solicitor General rec-
ommended that the court not grant certiorari. The court
nevertheless agreed to hear the case. Of the 22 amicus
briefs submitted, 17 supported Monsanto, and those in-
cluded briefs from Agilent Technologies Inc., Illumina
Inc., Life Technologies Corp., Promega Corp., Qiagen
N.V., Roche Molecular Systems Inc., and the Biotech-
nology Industry Organization (BIO).

During oral arguments, the justices appeared critical
of Bowman’s position (7 LSLR 189, 2/22/13).

Exhaustion in Terms of ‘Use,’ Not ‘Make.’ Kagan’s opin-
ion affirmed that the patent exhaustion doctrine ‘‘limits
a patentee’s right to control what others can do with an
article embodying or containing an invention.’’

However, the court held, ‘‘the doctrine restricts a pat-
entee’s rights only as to the ‘particular article’ sold . . .;
it leaves untouched the patentee’s ability to prevent a
buyer from making new copies of the patented item.’’
The court thus distinguished Bowman’s right to ‘‘use’’
the purchased patented article from the right to ‘‘make’’
another article:

Bowman could resell the patented soybeans he purchased
from the grain elevator; so too he could consume the beans
himself or feed them to his animals. Monsanto, although
the patent holder, would have no business interfering in
those uses of Roundup Ready beans. But the exhaustion
doctrine does not enable Bowman to make additional pat-
ented soybeans without Monsanto’s permission (either ex-
press or implied). And that is precisely what Bowman did.

By replanting the seeds and harvesting more beans,
Bowman reproduced the patented invention, the court
said. And the patent exhaustion doctrine was unavail-
able whether he replanted from his own crop or pur-
chased the seeds from a grain elevator, the court added,
negating potential arguments by other Roundup Ready
seed planters. In either case, according to the court, the
crop of beans from the second planting was not li-
censed by Monsanto.

Responding to Bowman’s argument that replanting is
a ‘‘use’’ and not ‘‘making,’’ the court returned to this
over-arching principle:

[I]f simple copying were a protected use, a patent would
plummet in value after the first sale of the first item con-
taining the invention. The undiluted patent monopoly, it
might be said, would extend not for 20 years (as the Patent
Act promises), but for only one transaction. And that would
result in less incentive for innovation than Congress
wanted. Hence our repeated insistence that exhaustion ap-
plies only to the particular item sold, and not to reproduc-
tions.

Finally, the court rejected what it characterized as
Bowman’s ‘‘seeds-are-special’’ argument—that they
self-replicate of their own accord.

‘‘But we think that blame-the-bean defense tough to
credit,’’ the court said. ‘‘Bowman was not a passive ob-
server of his soybeans’ multiplication; or put another
way, the seeds he purchased (miraculous though they
might be in other respects) did not spontaneously cre-
ate eight successive soybean crops, ’’ Kagan wrote, add-
ing, ‘‘It was Bowman, and not the bean who controlled
the reproduction (unto the eighth generation) of Mon-
santo’s patented invention.’’

Court Does Not Address Other Technologies. Kagan con-
cluded the opinion by declining the opportunity to ad-
dress whether the exhaustion doctrine applies to other
self-replicating technologies. She wrote,

We recognize that such inventions are becoming ever more
prevalent, complex, and diverse. In another case, the arti-
cle’s self-replication might occur outside the purchaser’s
control. Or it might be a necessary but incidental step in us-
ing the item for another purpose. We need not address here
whether or how the doctrine of patent exhaustion would ap-
ply in such circumstances. In the case at hand, Bowman
planted Monsanto’s patented soybeans solely to make and
market replicas of them, thus depriving the company of the
reward patent law provides for the sale of each article. Pat-
ent exhaustion provides no haven for that conduct.

The court affirmed the ruling of the Federal Circuit.
It did not deal with something that had been discussed
during oral argument: the issue of the Federal Circuit’s
‘‘conditional sale’’ decisions, which allow patent hold-
ers to retain control over the use or resale of a patented
article even after an authorized sale of that article has
occurred—the very thing the exhaustion doctrine is in-
tended to prevent—and whether Quanta had been ex-
plicit enough on the matter.

Application to Other Technologies Seen. Monsanto is-
sued a press release stating, ‘‘The Supreme Court’s de-
cision affirms the basic purpose of the U.S. patent
system—providing an incentive to innovate by provid-
ing inventors a meaningful opportunity to recover costs
on their R&D investments. The decision also reflects
the court’s sensitivity to the importance of patent pro-
tection not only for agriculture companies such as Mon-
santo, but for the basic incentive structure the patent
system provides for innovation.’’

Patrice P. Jean of Kenyon & Kenyon, New York, told
BNA that vaccines, genetically altered cell lines, geneti-
cally altered bacteria, DNA plasmids and vectors, ge-
netically modified viruses, and computer software are
other examples of self-replicating technology.

Although she acknowledged that the court explicitly
limited its decision to the facts of this case, Jean as-
serted that the court’s language related to the economic
benefit concern ‘‘suggested that the court can and
might apply an exclusion of the exhaustion doctrine to
other self-replicating technologies on a case-by-case ba-
sis depending on whether it believes application of the
doctrine would stifle innovation.’’
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Deborah L. Lu, a life science patent attorney for Ved-
der Price PC, New York, told BNA in a May 14 email, ‘‘I
do think this decision is a victory for the biotechnology
industry. I think Justice Kagan’s comment simply
means that she is uncomfortable with making a blanket
statement with respect to self-replicating technology.
Rather the decision is quite telling that Bowman, not
the soybean, was the infringer and that patent exhaus-
tion applies to the original article only and not a copy,
such as a new seed.’’

Jim Greenwood, BIO president and chief executive
officer, said in a statement that BIO welcomed the rul-
ing ‘‘in which the court confirms that biotechnology
seed is entitled to the same protections as other inven-
tions under the patent law.’’

Greenwood said, ‘‘The ruling not only answers an im-
portant question about patent infringement by planting
patented genetically engineered seeds, but also con-
firms the legitimacy of long-established patent licensing
practices in all areas of BIO’s membership [which in-
cludes both life science and agricultural companies]. As
such, the Supreme Court’s commitment to uphold valid
intellectual property rights in this case creates business
certainty that will benefit all of biotechnology as well as
the patients, farmers, and consumers who benefit from
biotechnology’s help in healing, feeding, and fueling the
world. Intellectual property is one of the most influen-
tial factors in creating innovation—in any sector. This
decision is thus an important signal to the biotechnol-
ogy industry, which relies heavily on the validity of pat-
ents to generate investment.’’

Exhaustion Doctrine Is Altered, Attorney Says. Walters
told BNA that Kagan’s comments at the end of the opin-
ion, specifically pertaining to the apparent limitation of
the holding ‘‘to the situation before us,’’ appeared to be
an attempt by the court to read into the statute a re-

quirement for intent, specifically, the intent to make
replicas for resale.

‘‘Infringement is a strict liability offense, and the
court is worried (for good reason) about innocent in-
fringers being held liable for copies made inadvertently,
or situations where there was no intent to ‘make and
market replicas,’ such as where normal use of the vac-
cine results in (and indeed requires) replication of the
invention. I think it is doubtful that the biotech industry
will read such a limitation into the holding,’’ Walters
said.

Similarly, Walters said he thought courts still will re-
quire a license to use technology under the Bowman
holding even where users purchased the invention in a
sale authorized by the patent owner.

‘‘This would include those who purchase patented
cell lines, vaccines, bacteria, plant cells, plants, and
seeds. Under this ruling, those purchasers will need a
license to use the invention even though they have pur-
chased the patented thing, such as the seed, cell line,
and bacteria, in an authorized sale, and it would not
necessarily matter whether the purchaser had an intent
to resell progeny or not. This is because infringement is
a strict liability defense, and the court cannot read such
a requirement into the statute.’’

‘‘And so,’’ Walters concluded, ‘‘under this ruling, any
use that results in the creation of a new generation is an
infringing use that requires a license.’’

Seth P. Waxman of Wilmer Cutler Pickering Hale &
Dorr, Washington, represented Monsanto before the
Supreme Court. Melissa Arbus Sherry, assistant to the
solicitor general, argued the government’s position be-
fore the court.

BY TONY DUTRA AND JOHN T. AQUINO

Text is available at http://www.bloomberglaw.com/
public/document/Vernon_Hugh_Bowman_v_Monsanto_
Company_et_al_Docket_No_1100796_US_.
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